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PETITION TO THE TECHNOLOGY CENTER DIRECTOR UNDER 37 C.F.R. 
SI.I44 FOR REVIEW AND MODIFICATION OF RESTRICTION REOUIREMENT 

Technology Center Director 
P.O. Box 1450 
Alexandria, VA 22313-1450 
Sir: 

The present application entered the U.S. national phase, through the PCT, under 35 
U.S.C. §371. The present application was subjected to a restriction requirement purportedly 
under U.S.C. §121 and §372. Applicants assert that the restriction requirement is improper. 
Applicants respectfully petition the Technology Center Director (Director) under 37 C.F.R. 
§ 1. 144 to review the requirement for restriction in the present application, to exercise the 
Director's supervisory authority, and to direct the Examiner to modify the improper 
restriction requirement. 
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BACKGROUND OF THIS PETITION 
The present application relates to novel compounds that are antitumor agents. The 
invention is claimed in Claims 1-5. Specifically, compounds presented in generic Claim 1 
possess a core structure limited solely to 2,4-disubstituted benzoylsulfonamides. See Claim 
1 below that is now pending for the present application: 

1 . A compound of Formula I: 

f 

Ar-^H^N 
O H 

where: 




or a heterocycle selected from the group consisting of 2,3- 



dihydrobenzo[l,4]dioxin-6-yl, 2,3-dihydrobenzofur-5-yl, benzo[l,3]dioxol-5-yl, 1- 
(Ci-Ce alkyl)indolin-6-yl, benzothien-2-yl, benzothien-5-yl, benzothien-6-yl, 5-(Ci- 
Ce alkyl)benzothien-2-yl, 6-(Ci-C6 alkyl)benzothien-2-yl, benzothiazol-6-yl, 
benzofur-2-yl, benzofur-6-yl, thieno[3,2-b]pyridin-2-yl, and l-(Ci-C6 alkyl)indol-2- 

yi; 

A is phenyl, benzofuryl, cyclopentadienyl, cyclobutyl, or a cyclopentylthat is optionally 
substituted at one of the two carbons adjacent to the ring fusion of the cyclopentyl 
with an oxo moiety; 

and R^ are either both halo, both trifluoromethyl, or one is halo and the other is Ci-Ce 
alkyl; or 

a pharmaceutically acceptable base addition salt thereof 




Serial No.: 10/535,002 



-3- 



REQUEST FOR RECONSIDERATION AND MODIFICATION OF 
RESTRICTION REQUIREMENT 
Applicants respectfully request that the Technology Center Director (Director) review 
the requirement for restriction of Groups I through VI (note that these groups are not all 
inclusive of Applicants' claimed subject matter) and direct the Examiner to modify the 
improper restriction requirement. In the Response to Restriction Requirement, as required 
under 37 C.F.R. §1. 181(c), Applicants requested that the Examiner modify the improper 
restriction restriction requirement. See Response mailed June 16, 2006. In spite of this 
request, the requirement for restriction was made final in the Office Action mailed July 14, 
2006. Applicants now petition the Director to modify this requirement to comport with the 
proper standard under 37 C.F.R. §1.475, as requested below. 

THE DECISION BELOW 

In the Office Action mailed on May 16, 2006, the present application was subjected 
to a restriction requirement between and amongst the variables from the formula of Claim 1 
as well as the method claims. The Examiner indicated that restriction was required under 
U.S.C. §121 and §372. According to the Examiner, the present application contains multiple 
inventions which are not so linked as to form a single general inventive concept under PCT 
Rule 13.1 and as such, a precise listing of inventive groups could not be made due to the 
different classes found among the compounds of the formula (I), e.g. heterocylic and 
carbocyclic ring systems. At that time. Claims 1-5 were pending. The requirement related to 
six exemplary inventions as follows: 

Group I where A is phenyl, cyclopentadienyl, cyclobutyl, or cyclopentyl; 

Group II where A is benzofuryl; 

Group in where Ar is benzothien-2-yl, benzothien-5-yl, or benzothien-6-yl; 
Group rV where Ar is thieno[3,2-b]pyridine-2-yl; 
Group V where Ar is l-(Ci-6 alkyl)indol-2-yl; and 
Group VI which is a method of use claim. Claim 4. 

The Examiner stated that this list was not exhaustive, as it would be impossible under 
the time constraints due to the sheer volume of subject matter instantly claimed. See page 4 
of the Office Action dated May 16, 2006. 
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In their Response mailed June 16, 2006, Applicants traversed this restriction, asserting 
that an improper standard for restriction had been applied. 

In the Office Action mailed July 14, 2006, the Examiner maintained the restriction. 

THE APPLICABLE PROVISIONS 
According to the unity of invention standard set forth in PCX Rule 13.2, unity of 
invention exists only when there is a technical relationship among the claimed inventions 
involving one or more of the same or corresponding "special technical features" The 
expression "special technical features" is defined in Rule 13.2 as meaning those technical 
features that define a contribution which each of the inventions considered as a whole, makes 
over the prior art. 

Under (d) of PCT Gazette-Section IV, Annex B, Part 1, a copy of which is attached to 
the petition, there are three particular situations for which the method for determining unity 
of invention contained in Rule 13.2 is explained in greater detail. One of those situations is 
Markush practice. 

The situation involving Markush practice wherein a single claim defines alternatives 
(chemical or non-chemical) is also governed by PCT Rule 13.2. In this situation, the 
requirement of a technical interrelationship and the same or corresponding special technical 
features as defined in PCT Rule 13.2 shall be considered to be met when the alternatives are 
of a similar nature. 

(i) When Markush grouping is for altematives of chemical compounds, they 
shall be regarded as being of a similar nature where the following criteria are 
fiilfiUed: 

(A) All altematives have a common property or activity; and 
(emphasis added) 

(B) (1) A common structure is present, i.e. a significant structural 

element is shared by all of the alternatives; or (emphasis added) 

(B)(2) In cases where the common structure cannot be the unifying 
criteria, all alternatives belong to a recognized class of chemical compounds 
in the art to which the invention pertains. 

(ii) In paragraph (f)(i)(B)(l), above, the words "significant structural 
element is shared by all of the altematives" refer to cases where the compounds share 
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a common chemical structure which occupies a large portion of their structures, or in 
case the compounds have in common only a small portion of their structures, the 
commonly shared structure constitutes a structurally distinctive portion in view of 
existing prior art. The structural element may be a single component or a combination 
of individual components linked together. 

(iii) In paragraph (f)(I)(B)(2, above, the words "recognized class of 
chemical compounds mean that there is an expectation from the knowledge in the art 
that members of the class will behave in the same way in the context of the claimed 
invention. In other words, each member could be substituted for the other, with the 
expectation that the same intended result would be achieved. 

(iv) The fact that the alternatives of a Markush grouping can be differently 
classified shall not, alone, be considered to be justification for a finding of a lack of 
unity of invention. PCT Gazette-Section IV, Annex B, Part 1 (f) 

DISCUSSION OF THE APPLICABLE PROVISIONS AS THEY RELATE TO THE 

DECISIONS BELOW 
The present application relates to novel compounds that are useful as antitumor 
agents. As stated above. Claims 1-5 are pending in the present application. The present 
application is an international application which has entered the U.S. national stage under 35 
U.S.C. §351. Restriction is therefore governed by unity of invention set forth in 37 C.F.R. 
§1.475. 

Applicants urge that a special technical feature exists for the formula as provided in 
the present application. This Markush grouping possesses a similar nature because the 
alternatives for compounds of the formula provided all have the common property of being 
useful as antitumor agents. Furthermore, the alternatives of chemical compounds are of a 
similar nature since a common core structure occupying a large portion of all of the 
structures - a 2,4-disubstituted benzoyl sulfonamide is present for the claimed invention. 

As per paragraph (ii), under (d) of PCT Gazette-Section IV, Annex B, Part 1, "a 
structurally distinctive portion in view of existing prior art" only relates to the "or in case the 
compounds have in common only a small portion of their structures" (emphasis added). 
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This is not the case here, where the common core consists of not only a 2,4 disubstitiited 




phenyl but also a three-part linker of -SO2-, NH, and C(0). 

Further, the Examiner asserted that due to the different classes found among the 
compounds of the formula I, e.g., heterocyclic and carbocyclic ring systems, a precise listing 
of inventive groupings cannot be made. As per paragraph (iv) of Annex B, the fact that the 
alternatives of a Markush grouping can be differently classified shall not, alone, be 
considered to be justification for a finding of a lack of unity of invention. 

Though the alternatives of the Markush grouping can be differently classified, they 
are easily searchable. Variable Ar consists of specific bicyclic and tricyclic aryl and 
heteroaryl moieties. All of the Ar substituents attach to the 2,4-disubstituted benzoyl 



sulfonamide core through either a phenyl, 




or a five-membered 



e 




heteroaromatic ring in which the heteroatom is in a fixed position, 
making these easily and conveniently searchable. 

Additionally, the method claim. Claim 4, cannot be restricted from the compounds. 
Applicants refer to PCX Gazette-Section IV, Annex B, Part 2, Section I, page 52. This 
section of the cited reference provides examples concerning unity of invention under Rule 
13. 1/13.2. Applicants note specifically Example 1 where it clearly states that unity of 
invention exists between a claim to a method of manufacturing chemical "substance X", a 
claim to "substance X" and a claim to the use of "substance X" because these claims possess 
a common special technical feature, i.e., "substance X". This is the same scenario presented 
by Applicants' claims 1 and 5. 

In the present case. Applicants have claimed compounds with a 2,4-disubstituted 
benzoyl sulfonamide core (the substance) and a method of using compounds with a 2,4- 
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disubstituted benzoyl sulfonamide core (the use of the substance). Accordingly, the special 
technical feature common to these claims is a 2,4-disubstituted benzoyl sulfonamide core, 
and as such, under Rule 13.2, there is unity of invention and the claims must be examined 
together. 

In view of these points, the pending claims, Claims 1-5, meet the criteria of unity of 
invention under Rules 13. 1/13.2. Applicants request that the restriction requirement be 
removed from the present application and that pending Claims 1-5 be examined in their 
entirety. Applicants assert that the restriction required in the Office Action of May 16, 2006, 
and made final in the Office Action of July 14, 2006, does not satisfy the applicable standard 
and request that it be modified. 
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SUMMARY 

Applicants respectfully assert that the Examiner has failed to apply the proper 
standard for restriction in the present application. Therefore, Applicants respectfully assert 
that the required restriction between Groups I through VI is improper. In view of the 
aforementioned points. Applicants request that the Technology Center Director exercise the 
Director's supervisory authority and direct the Examiner to modify the improper restriction 
requirement between Groups I through VI. Specifically, Applicants request that the Director 
direct the Examiner to maintain the pending claim set in compliance with the applicable 
standard under 37 C.F.R. §1.475. 



Respectfully submitted, 

/Tina M. Tucker/ 

Tina M. Tucker 
Attorney for Applicants 

Registration No. 47,145 
Phone: 317-277-3537 

Eli Lilly and Company 
Patent Division/TMT 
P.O. Box 6288 

Indianapolis, Indiana 46206-6288 
August 2. 2006 
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ANNEXE 
UNITY OF JNVENTION 

Parti 

Instructions Concerning Unity of Invention 

(a) Unity of invention. Rule 13.1 deals with the requirement of unity of invention and states the 
principle that an international application should relate to only one invention or, if there is more than 
one invention, that the inclusion of those inventions in one international application is only permitted 
if all inventions are so linked as to form a single general inventive concept. 

(b) Technical Relationship. Rule 13.2 defmes the method for determining whether the 
requirement of unity of invention is satisfied in respect of a group of inventions claimed in an 
international application. Unity of invention exists only when there is a technical relationship among 
the claimed inventions involving one or more of the same or corresponding "special technical 
features." The expression "special technical features" is defmed in Rule 13.2 as meaning those 
technical features that define a contribution which each of the inventions, considered as a whole, 
makes over the prior art. The determination is made on the contents of the claims as interpreted in 
light of the description and drawings (if any). 

(c) Independent and Dependent Claims. Unity of invention has to be considered in the first 
place only in relation to the independent claims in an international application and not the dependent 
claims. By "dependent" claim is meant a claim which contains all the features of another claim and is 
in the same category of claim as that other claim (the expression '^category of claim** referring to the 
classification of claims according to the subject matter of the invention claimed — ^for example, 
product, process, use or apparatus or means, etc.). 

(i) If the independent claims avoid the prior art and satisfy the requirement of unity of 
invention, no problem of lack of imity arises in respect of any claims that depend on the independent 
claims. In particular, it does not matter if a dependent claim itself contains a further invention. 
Equally, no problem arises in the case of a genus/species situation where the genus claim avoids the 
prior art. Moreover, no problem arises in the case of a combinatior^subcombination situation where 
the subcombination claim avoids the prior art and the combination claim includes all the features of 
the subcombination. 

(ii) If, however, an independent claim does not avoid the prior art, then the question 
whether there is still an inventive link between all the claims dependent on that claim needs to be 
carefully considered. If there is no link remaining, an objection of lack of unity a posteriori (that is, 
arising only after assessment of the prior art) may be raised. Similar considerations apply in the case 
of a genus/species or combination/subcombination situation. 

(iii) This method for determining whether unity of invention exists is intended to be applied 
even before the commencement of the international search. Where a search of the prior art is made, an 
initial determination of unity of invention, based on the assumption that the claims avoid the prior art, 
may be reconsidered on the basis of the results of the search of the prior art. 

(d) illustrations of Particular Situations. There are three particular situations for which the 
method for determining unity of invention contained in Rule 13.2 is explained in greater detail: 

(i) combinations of different categories of claims; 

(ii) so-called "Markush practice"; and 

(iii) intermediate and final products. 

Principles for the interpretation of the method contained in Rule )3.2, in the context of each of 
those situations are set out below. It is understood that the principles set out below are, in all 
instances, interpretations of and not exceptions to the requirements of Rule 13.2. 

Examples to assist in understanding the interpretation on the three areas of special concern 
referred to in the preceding paragraph are set out below. 



50 



9 

PCT Gazette - Section IV 



S-03/2001 (E) 
30 August 2001 



(e) Combinations of Different Categories of Claims. The method for determining unity of 
invention under Rule 13 shall be construed as permitting, in particular, the inclusion of any one of the 
following combinations of claims of different categories in the same international application: 

(i) in addition to an independent claim for a given product, an independent claim for a 
process specially adapted for the manufacture of the said product, and an independent 
claim for a use of the said product, or 

(ii) in addition to an independent claim for a given process, an independent claim for an 
apparatus or means specifically designed for carrying out the said process, or 

(iii) in addition to an independent claim for a given product, an independent claim for a 
process specially adapted for the manufacmre of the said product and an independent 
claim for an apparatus or means specifically designed for carrying out the said process, 

it being understood that a process is specially adapted for the manufacture of a product if it inherently 
results in the product and that an apparams or means is specifically designed for carrying out a 
process if the contribution over the prior art of the apparatus or means corresponds to the contribution 
the process makes over the prior art. 

Thus, a process shall be considered to be specially adapted for the manufacture of a product if 
the claimed process inherently results in the claimed product with the technical relationship being 
present between the claimed product and claimed process. The words "specially adapted'* are not 
intended to imply that the product could not also be manufactured by a different process. 

Also an apparatus or means shall be considered to be "specifically designed for carrying out'* a 
claimed process if the contribution over the prior art of the apparatus or means corresponds to the 
contribution the process makes over the prior art. Consequently, it would not be sufficient that the 
apparatus or means is merely capable of being used in carrying out the claimed process. However, the 
expression ''specifically designed" does not imply that the apparatus or means could not be used for 
carrying out another process, nor that the process could not be carried out using an alternative 
apparatus or means. 

(f) '^Markush Practice," The situation involving the so-called "Markush practice" wherein a 
single claim defmes alternatives (chemical or non-chemical) is also governed by Rule 13.2. In this 
special situation, the requirement of a technical interrelationship and the same or corresponding 
special technical feamres as defined in Rule 13.2, shall be considered to be met when the alternatives 
are of a similar nature. 

(i) When the Markush grouping is for alternatives of chemical compounds, they shall be 
regarded as being of a similar nature where the following criteria are fulfilled: 

(A) all alternatives have a common property or activity, and 

(B) (1) a common structure is present, i.e., a significant structural element is shared by 

all of the alternatives, or 

(B)(2) in cases where the common structure cannot be the unifying criteria, all 
alternatives belong to a recognized class of chemical compounds in the an to 
which the invention pertains. 

(ii) In paragraph (0(i)(B)(l), above, the words "significant structural element is shared by 
all of the alternatives" refer to cases where the compounds share a common chemical structure which 
occupies a large portion of their structures, or in case the compounds have in common only a small 
portion of their structures, the commonly shared structure constitutes a structurally distinctive portion 
in view of existing prior art. The structural element may be a single component or a combination of 
individual components linked together. 

(iii) In paragraph (f)(i)(B)(2), above, the words "recognized class of chemical compounds" 
mean that there is an expectation from the knowledge in the an that members of the class will behave 
in the same way in the context of the claimed invention. In other words, each member could be 
substituted one for the other, with the expectation that the same intended result would be achieved. 
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(iv) The fact that the alternatives of a Markush grouping can be differently classified shall 
not, taken alone, be considered to be justification for a finding of a lack of unity of invention. 

(v) When dealing with alternatives, if it can be shown that at least one Markush alternative 
is not novel over the prior art, the question of unity of invention shall be reconsidered by the 
examiner. Reconsideration does not necessarily imply that an objection of lack of unity shall be 
raised. 

(g) Intermediate and Final Products. The situation involving intermediate and fmal products 
is also governed by Rule 13.2. 

(i) The term "intermediate" is intended to mean intermediate or starting products. Such 
products have the ability to be used to produce fmal products through a physical or chemical change 
in which the uitermediate loses its identity. 

(ii) Unity of invention shall be considered to be present in the context of intermediate and 
fmal products where the following two conditions are fulfilled: 

(A) the intermediate and final products have the same essential structural element, in 
that: 

(1) the basic chemical structures of the intermediate and the final products are the 
same, or 

(2) the chemical structures of the two products are technically closely 
interrelated, the intennediate incorporating an essential structural element into 
the final product, and 

(B) the intermediate and final products are technically interrelated, this meaning that 
the final product is manufactured directly from the intermediate or is separated 
from it by a small number of intermediates all containing the same essential 
structural element. 

(iii) Unity of invention may also be considered to be present between intermediate and final 
products of which the structures are not known — for example, as between an intennediate having a 
known structure and a final product the structure of which is not known, or as between an 
intermediate of unknown structure and a final product of unknown stmcture. In order to satisfy unity 
in such cases, there shall be sufficient evidence to lead one to conclude that the intermediate and final 
products are technically closely interrelated as, for example, when the intermediate contains the same 
essential element as the final product or incorporates an essential element into the final product. 

(iv) It is possible to accept in a single international application different intermediate 
products used in different processes for the preparation of the final product, provided that they have 
the same essential structural element. 

(v) The intermediate and fmal products shall not be separated, in the process leading from 
one to the other, by an intermediate which is not new. 

(vi) If the same international application claims different intermediates for different 
structural parts of the final product, unity shall not be regarded as being present between the 
intermediates. 

-(vii) If the intermediate and final products are families of compounds, each intermediate 
compound shall correspond to a compound claimed in the family of the final products. However, 
some of the final products may have no corresponding compound in the family of the intemoediate 
products so that the two families need not be absolutely congruent. 

(h) As long as unity of invention can be recognized applying the above interpretations, the fact 
that, besides the ability to be used to produce final products, the intermediates also exhibit other 
possible effects or activities shall not affect the decision on unity of invention. 

(i) Rule 13.3 requires that the determination of the existence of unity of invention be made 
without regard to whether the inventions are claimed in separate claims or as alternatives within a 
single claim. 
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(j) Rule 13.3 is not intended to constitute an encouragement to the use of alternatives within a 

single claim, but is intended to clarify that the criterion for the determination of unity of invention 
(namely, the method contained in Rule 13.2) remains the same regardless of the form of claim used. 

(k) Rule 13.3 does not prevent an hitemational Searching or Preliminary Examining Authority or 
an Office from objecting to alternatives being contained within a single claim on the basis of 
considerations such as clarity, the conciseness of claims or the claims fee system applicable in that 
Authority or Office. 

Part 2 

Examples Concerning Unity of Invention 

The application of the principles of unity of invention is illustrated by the following examples for 
guidance in particular cases. 

1. Claims in Different Categories 

Example I 

Claim 1 : A method of manufacturing chemical substance X. 
Claim 2: Substance X. 

Claim 3: The use of substance X as an insecticide. 

Unity exists between claims 1, 2 and 3. The special technical feature common to all the claims is 
substance X. 

Example 2 

Claim 1 : A process of manufacture con^rising steps A and B. 

Claim 2: Apparatus specifically designed for carrying out step A. 

Claim 3: i^paratus specifically designed for carrying out step B. 

Unity exists between claims 1 and 2 or between claims 1 and 3 . There is no unity between claims 2 
and 3 since there exists no common special technical feature between the two clainfis. 

Example 3 

Claim 1: A process for painting an article in which the paint contains a new rust inhibiting 
substance X including the steps of atomizing the paint using compressed air» 
electrostatically charging the atomized paint using a novel electrode arrangement A 
and directing the paint to the article. 

Claim 2: A paint containing substance X. 

Claim 3: An apparatus including electrode airangement A. 

Unity exists between claims 1 and 2 where the common special technical feature is the paint 
containing substance X or bet>%'een claims 1 and 3 where the common special technical feature is the 
electrode arrangement A. 

However, unity is lacking between claims 2 and 3 since there exists no common special technical 
feature between them. 
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Example 4 

Claim 1 : Use of a family of compounds X as insecticides. 

Claim 2: Compound Xi belonging to family X. 

Provided X| has the insecticidal activity and the special technical feature in claim 1 is the insecticidal 
use, unity is present. 

Example 5 

Claim 1: A process for treating textiles comprising spraying the material with a particular 
coating composition under special conditions (e.g., as to temperature, irradiation). 

Claim 2: A textile material coated according to the process of claim 1 . 

Claim 3: A spraying machine for use in the process of claim 1 and characterized by a new 
nozzle arrangement providing a better distribution of the composition being sprayed. 

The process according to claim 1 imparts unexpected properties to the product of claim 2. 

The special technical feature in claim 1 is the use of special process conditions corresponding to what 
is made necessary by the choice of the particular coating. Unity exists between claims 1 and 2. 

The spraying machine in claim 3 does not correspond to the above identified special technical feature. 
Unity does not exist between claim 3 and claims 1 and 2. 

Example 6 

Claim \: A fuel burner with tangential fuel inlets into a mixing chamber. 

Claim 2: A process for making a fuel burner including the step of forming tangential fuel inlets 
into a mixing chamber. 

Claim 3: A process for making a fuel burner including casting step A. 

Claim 4: An apparatus for carrying out a process for making a fuel burner including feature X 
resulting in the formation of tangential fuel inlets. 

Claim 5: An apparatus for carrying out a process for making a fuel burner including a 
protective housing B. 

Claim 6: A process of manufacturing carbon black including the step of tangentially 
introducing fuel into a mixing chamber of a fuel burner. 

Unity exists between claims 1, 2, 4 and 6. The special technical feature common to all the claims is 
the tangential fuel inlets. Claims 3 and 5 lack unity with claims 1, 2, 4 and 6 since claims 3 and 5 do 
not include the same or corresponding special technical feature as set forth in claims 1, 2, 4 and 6. 
Claims 3 and 5 would also lack mity with one another. 

Example 7 

Claim 1: A high corrosion resistant and high strength ferritic stainless steel strip consisting 
essentially of, in percent by weight: Ni=2. 0-5.0; Cr=15-19; Mo=l-2; and the balance 
Fe having a thickness of between 0.5 and 2.0 mm and a 0.2%' yield strength in excess 
of 50 kg/mm squared. 

Claim 2: A method of producing a high corrosion resistant and high strength ferritic stainless 
steel strip consisting essentially of, in percent by weight: Ni=2.0-5.0; Cf=15-19; 
Mo=l-2; and the balance Fe, comprising the steps of: 
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hot rolling to a thickness between 2.0 and 5.0 mm; 

annealing the hot rolled strip at 800-1000 degrees C under substantially non- 
oxidizing conditions; 

cold rolling the strip to a thickness of between 0.5 and 2.0 nun; and final 
armealing the cold rolled strip at between 1 120 and 1200 degrees C for a period 
of 2-5 minutes. 

Unity exists between product claim 1 and process claim 2. The special technical feature in the product 
claim is the 0.2% yield strength in excess of 50 kg/mm squared. The process steps in claim 2 
inherently produce a ferritic stainless steel strip with a 0.2% yield strength in excess of 50 kg^nun 
squared. Even if this feature is not apparent from the wording of claim 2, it is clearly disclosed in the 
description. Therefore said process steps are the special technical feature which correspond to the 
limitation in the product claim directed to the same ferritic stainless steel with the claimed strength 
characteristics. 

11. Claims in the Same Category 

Example 8 

Claim 1 : Plug characterized by feature A. 

Claim 2: Socket characterized by corresponding feamre A. 

Feature A is a special technical feature which is included in both claims 1 and 2 and therefore unity is 
present. 

Example 9 

Claim 1 : Transmitter provided with time axis expander for video, signals. 

Claim 2: Receiver provided with time axis compressor for video signals received. 

Claim 3: Transmission equipment for video signals comprising a transmitter provided with 
time axis expander for video signals and a receiver provided with time axis 
compressor for video signals received. 

The special technical features are in claim 1 the time axis expander, and in claim 2 the time axis 
compressor, which are corresponding technical features. Unity exists between claims 1 and 2. Claim 3 
includes both special technical features and has unity with claims 1 and 2. The requirement for unity 
would still be met in the absence of the combination claim (claim 3). 

Example 10 

Claim 1 : Conveyor bell with feature A. 

Claim 2 : Conveyor belt with feature B . 

Claim 3 : Conveyor belt with features A + B . 

Feature A is a special technical feature and feature B is another unrelated special technical feature. 
Unity exists between claims 1 and 3 or between claims 2 and 3, but not between claims I and 2. 

Example J J 

Claim 1 : Control circuit A for a d.c. motor. 
Claim 2: Control circuit B for a d.c. motor. 



Claim 3: An apparatus including a d.c. motor with control circuit A. 
Claim 4: An apparatus including a d.c. motor with control circuit B. 
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Control circuit A is a special technical feature and control circuit B is another unrelated special 
technical feature. Unity exists between claims 1 and 3 or between claims 2 and 4, but not between 
claims 1 and 2 or 3 and 4. 

Example 12 

Claim 1 : A display with features A + B. 

Claim 2: A display according to claim 1 with additional feature C. 

Claim 3: A display with features A + B with additional feature D. 

Unity exists between claims 1, 2 and 3. The special technical feature common to all the claims is 
features A + B. 

Example 13 

Claim 1 : Filament A for a lamp. 

Claim 2: Lamp B having filament A. 

Claim 3: Searchlight provided with lamp B having filament A and a swivel arrangement C. 

Unity exists between claims 1, 2 and 3. The special technical feature common to all the claims is the 
filament A. 

Example 14 

Claim 1: A marking device for marking animals, comprising a disc-shaped element with a stem 
extending normally therefrom, the tip of which is designed to be driven through the 
skin of the animal to be marked, and a securing disk element to be fastened to the 
protruding tip of the stem on the other side of skin. 

Claim 2: An apparatus for applying the marking device of claim 1, constructed as a 
pneumatically actuated gun for driving the stem of the disc-shaped element through 
the skin, and provided with a supporting surface adapted for taking up a securing disc 
element, to be placed at the other side of the body portion in question of the animal to 
be marked. 

The special technical feature in claim 1 is the marking device having a disc-shaped element with a 
stem and a securing disc element to be fastened to the tip of the stem. The corresponding special 
technical feature in claim 2 is the pneumatically actuated gun for driving the marking device and 
having a supporting surface for the securing disc element. Unity exists between claims 1 and 2. 

Example 15 

Claim 1 : Compound A. 

Claim 2: An insecticide composition comprising compound A and a carrier. 

Unity exists between claims 1 and 2. The special technical feature common to all the claims is 
compound A. 

Example 16 

Claim 1: An insecticide composition comprising compound A (consisting of ai» —) and a 
carrier. 

Claim 2: Compound aj. 

All compounds A are not claimed in the product claim 2 for reasons of lack of novelty of some of 

them for instance. There is nevertheless still unity between the subject matter of claims 1 and 2 
provided ai has the insecticidal activity which is also the special technical feature for compound A in 
claim 1. 
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Example J 7 

Claim 1 : Proiein X. 

Claim 2: DNA sequence encoding protein X. 

Expression of the DNA sequence in a host results in the production of a protein which is determined 
by the DNA sequence. TTie protein and the DNA sequence exhibit corresponding special technical 
features. Unity between claims 1 and 2 is accepted 

III. Markush Practice 

Example J 8 — common structure: 

Claim 1: A compound of the formula: 




wherein R* is selected from the group consisting of phenyl, pyridyl, thiazolyl, 
triazinyl, alkylthio, alkoxy and methyl; R^-R* are methyl, benzyl or phenyl. The 
compounds are useful as pharmaceuticals for the puipose of enhancing the capacity of 
the blood to absorb oxygen. 

In this case the indolyl moiety is the significant structural element which is shared by all of the 
alternatives. Since all the claimed compounds are alleged to possess the same utility, unity is present. 

Example J 9 — common structure: 

Claim 1 : A compound of the formula: 

R— N=C-CH Z 

\_y 

wherein Rj is selected from the group consisting of phenyl, pyridyl, thiazolyl, 
triazinyl, alkylthio, alkoxy and methyl; Z is selected from the group consisting of 
oxygen (O), sulfur (S), imino (NH) and methylene (— CH2— ). The compounds are 
alleged to be useful as pharmaceuticals for relieving lower back pain. 

In this particular case the iminothioelher ^oup -N^C-SCHj linked to a six atom ring is the 
significant structural element which is shared by all the alternatives. Thus, since all the claimed 
compounds are alleged to possess the same use, unity would be present. A six membered heterocyclic 
ring would not have been of sufficient similarity to allow a Markush grouping exhibiting unity, absent 
some teaching of equivalence in the prior art. 
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Example 20 — common structure: 

Claim 1 : A compound of the formula: 

wherein R* is methyl or phenyl, X and Z are selected from oxygen (O) and sulfur (S). 

The compounds are useful as pharmaceuticals and contain the 1,3-^azolyl substituent which 
provides greater penetrability of manomalian tissue which fact makes the conopounds useful as 
relievers for headaches and as topical anti-inflammatory agents. 

All compounds share a common chemical structure, the thiazole ring and the six atom heterocyclic 
compound bound to an imino group, which occupy a large portion of their structure. A six membered 
heterocyclic ring would not have been of sufficient similarity to allow a Markush grouping exhibiting 
unity, absent some teaching of equivalence in the prior art. 

Example 21 — common structure: 

O O O O 

NO, * 



1 ^ 10 

200^ n + m^ 100 



(^^Hy-OHp- or ^J^^^^cHjO- 



All of the above copolymers have in common a thermal degradation resistance property, due to the 
reduced number of free COOH radicals by esterification with X of the end COOH radicals which 
cause thermal degradation. The chemical structures of the alternatives are considered to be technically 
closely interrelated to one another. A grouping in one claim is therefore allowed. 

Example 22 — common structure: 
O Q 



x-f c — r y — c — COCH2CH2CH2CH2CH2CH2— o-f-H 



(polyhexamethyleneterephthalate) 
100> n> 50 



X: 



CH,0- 



or 



c 



H 




^ w 



CHgO— 



The compound obtained by esierifying the end COOH radical of known polyhexa- 
methyleneterephthalate with CHjO- has a thermal degradation resistant properly, due to the 
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reduced number of free COOH radicals which cause thermal degradation. In contrast, the compound 
obtained by esterifying the end COOH radical of known polyhexa-methyleneterephthalate with a 
vinyl compound containing a CH2 = CH-0~OH20- moiety serves as a raw material for a setting 
resin when mixed with unsaturated monomer and cured (addition reaction). 

All esters covered by the claim do not have a property or activity in connmon. For example, the 
product obtained through esterification with the '*CH2 = CH" vinyl compound does not have a thermal 
degradation resistant property. The grouping in a single application is not allowed. 

Example 23 — No common structure: 

Claim 1 : A herbicidal composition consisting essentially of an effective amount of the mixture 
of A 2,4-D(2,4-dichlorophenoxy acetic acid) and B a second herbicide selected from 
the group consisting of copper sulfate, sodium chlorate, ammonium sulfamate, sodium 
trichloroacetate, dichloropropionic acid, 3-amino-2,5-dichloro-benzoic acid, 
diphenamid (an amide), ioxynil (nitrile), dinoseb (phenol), trifluralin (dinitroaniline), 
EPTC (thiocarbamate) and simazine (triazine) along with an inert carrier or diluent. 

The different components under B must be members of a recognized class of compounds. 
Consequently in the present case a unity objection would be raised because the members of B are not 
recognized as a class of compounds, but, in fact, represent a plurality of classes which may be 
identified as follows: 

(a) inorganic salts: 
copper sulfate 
sodium chlorate 
ammonium sulfamate 

(b) organic salts and carboxylic acids: 
sodium trichloroacetate 
dichloropropionic acid 
3-amino-2,5-dichlorobenzoic acid 

(c) amides: 
diphenamid 

(d) nitriles: 
ioxynil 

(e) phenols: 
dinoseb 

(f) amines: 
trifluralin 

(g) heterocyclic: 
simazine 

Example 24 

Claim 1 : Catalyst for vapor phase oxidation of hydrocaitons, which consists of (X) or (X + a). 

In this example (X) oxidizes RCH3 into RCH2OH and (X + a) oxidizes RCH3 further into RCOOH 

Both catalysts share a common component and a common activity as oxidation catalyst for RCIi^. 
With (X a) the oxidation is more complete and goes until the carboxylic acid is formed but the 
activity still remains the same. 

A Markush grouping is acceptable. 
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IV. Intermediate/Final Products 



Example 25 
Claim 1: 



T 



N 



R3 



(intennediate) 



OH 



Claim 2: 




(final product) 



The chemical structures of the intermediate and final product are technically closely interrelated. The 
essential structural element incorporated into the final product is: 



N 



Therefore, unity exists between claims 1 and 2. 

Example 26 
Claim 1: 



I 

o- 
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Claim 2: 




(n) 



(II) is described as an intermediate to make (I). The closure mechanism is one welt known in the art. 
Though the basic structures of compound (I) (final product) and compound (II) (intermediate) differ 
considerably, compound (II) is an open ring precursor to compound (I). Dodn compounds share a 
common essential structural element which is the linkage comprising tiie two phenyl rings and the 
triazole ring. The chemical structures of the two compounds are therefore considered to be technically 
closely interrelated. 

The example therefore satisfies the requirement for unity of invention. 
Example 27 

Claim 1 : Amorphous polymer A (intermediate). 

Claim 2 : Crystalline polymer A (final product). 

In this example a film of the amorphous polymer A is su-etched to make it crystalline. Here unity 
exists because there is an intermediate final product relation in that amorphous polymer A is used as a 
starting product to prepare crystalline polymer A. 

For purposes of further illustration, assume that the polymer A in this example is polyisoprene. Here 
the intermediate, amorphous polyisoprene and the final product, crystalline polyisoprene have the 
same chemical structure. 



Claim 1 : Polymeric compound useful as fiber material identified by the following general 



Example 28 



formula: 



[repeating unit (X)] 



H 



OCHjCHjOC 




C- 
O 



OCHjCHjOH 



(1) 



n 
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Claim 2: Compound identified by the following general formula: 
(useftil as intermediate for polymeric compound I) 



H- 



-OCHjCHjOC 
O 




-OCHjCHjOH 



(II) 



(primary condensation product) 

The two inventions are in an intermediate and final product relationship. 
Substance (D) is a raw material for substance (I). 

Meanwhile, both compounds share an essential structural element (repeating unit (X)) and are 
technically closely interrelated. The intemnediate and final products therefore satisiy the requirements 
for unity. 

Example 29 

Claim I : Novel compound having structure A (Intermediate). 

Claim 2: Product prepared by reacting A with a substance X (Final Product). 

Example 30 

Claim 1 : Reaction product of A and B (Intermediate). 

Claim 2: Product prepared by reacting the reaction product of A and 6 with substances X 
and Y (Final Product). 

In examples 29 and 30 the chemical structure(s) of the intermediate and/or the fmal product is not 
known. In (29) the structure of the product of claim 2 (the final product) is not known. In (30) the 
structures of the products of claim 1 (the intermediate) and claim 2 (the final product) are unknown. 
Unity exists if there is evidence which would lead one to conclude that the characteristic of the final 
product which is the inventive feature in the case is due to the intermediate. For example, the p\irpose 
for using the intermediates in (29) or (30) is to modify certain properties of the final product. The 
evidence may be in the form of test data in the specification showing the effect of the intermediate on 
the fmal product. If no such evidence exists then there is no unity on the basis of an intermediate-final 
product relationship. 



